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Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1 . Claims 2-5 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. Firstly, claims 2-4 are rejected because each 
claim recites the limitation "a process according to claim 1," however it is not clear if the 
language consisting of "a process" is referring to the process disclosed in claim 1 . 
Secondly, the term "obtainable" renders claim 5 indefinite because it is not possible to 
determine with certainty when such a claim is infringed, i.e. exactly when a product is 
"able" to be made by the claimed method and when it is not. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kazuki 
et al (JP 61-28518) in view of Oishi et al ('539). Kazuki et al teach curing agents that are 
useful in polyurethane coatings and are the reaction product of (A) aliphatic 
polyisocyanate, and (B) polycaprolactone diol, in aNCO:OH ratio ranging from 5:1 to 
40: 1 . Patentees go on to teach that (B) has a number average molecular weight between 
500 and 1,500, and following the reaction of (A) and (B) the excess unreacted 
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diisocyanate is removed from the system (Abstract). Kazuki et al fail however to 
disclose the type of lactone monomers, or initiators used in forming the polycaprolactone 
diol. 

3. Oishi et al teach a process for producing polycaprolactone diols, wherein said 
polycaprolactone is based on ^-caprolactone and 6-valerolactone monomers and ethylene 
glycol initiator (Col 1 lines 9-1 1; col 2 lines 21-24). In particular, patentees explain that 
the ^-caprolactone and 6-valerolactone are present in a 1:1 molar ratio, and that the use of 
ethylene glycol as the initiator prevents the resulting polyester from exceeding certain 
molecular weights (Col 1 lines 11-12; Example 5). 

4. Therefore, it would have been obvious to one of ordinary skill in the art to utilize 
a polycaprolactone polyol in Kazuki et al that is based on ^-caprolactone and 5- 
valerolactone monomers in a 1 : 1 molar ratio, and ethylene glycol initiator, based on the 
motivation that ethylene glycol aids in controlling the molecular weight of the resulting 
polyester polyol, which Kazuki et al explains must remain relatively low. 

Conclusion 

5 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BENJAMIN J. GILLESPIE whose telephone number is 
(571)272-2472. The examiner can normally be reached on 8am-5 :30pm. If attempts to 
reach the examiner by telephone are unsuccessfiil, the examiner's supervisor, Vasu 
Jagannathan can be reached on 57 1 -272- 1119. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

6. Information regarding the status of an apphcation may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
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published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

B. Gillespie 

/Rabon Sergent/ 

Primary Examiner, Art Unit 1796 



